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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
^C^Og^^^Plicants : Jerry A. PICKERING et al. 

Examiner Henry S, Hu 
l^pl. No. : 09/879,466 Technology Center 1700 

Group Art Unit 1713 
Filed : June 12, 2001 Confinoation No. 4348 

For : SURFACE CONTACTING MEMBER FOR TONER FUSING SYSTEM 

AND PROCESS, COMPOSITION FOR MEMBER SURFACE LAYER, 
AND PROCESS FOR PREPARING COMPOSITION 

COMMENTS ON STATEMENT OF REASONS iX>R ALLOWANCE 

Comaissioner for Patents 
U.S. Patent and Trademark Office 
220 20^*^ street S. 

Customer Window, Mail Stop Jssue fee 
Crystal Plaza Two, Lobby, Room 1B03 
Arlington, VA 22202 

Sir: 

These comments are in response to the reasons for allowance 
as stated in the numbered paragraphs that accompany the Notice 
of Allowability for the present application. In this regard, 
the numbered paragraphs are referred to in the following 
comments. 

For instance, in paragraph 5, in the first and fifth 
subparagraphs of paragraph 6, and in paragraph 9, the Examiner 
incorrectly discusses claim 24 as reciting the composition of 
claim 16. Actually, in claim 16, the amorphous silica is 
specified as being in aggregate form. However, in claim 24, 
there is no such recitation defining the amorphous silica. 

-1- 


No. 10013. AlO 
PAT00003.A10 

Also in paragraph 5, in the first and fifth subparagraphs 
of paragraph 6, and in paragraph 9, the Examiner refers to claim 
24 as reciting a polyhydroxy curable system. In fact, the 
system recited in claim 24 is identified therein as a bisphenol 
curing system. 

In the first sentence of the third sxabparagraph of 
paragraph 6, the Examiner reiterates a misstatement from 
paragraph 7 of the July 31, 2003 Office Action - this 
misstatement being that WINNIK et al., U.S. Patent No. 
5,102,763, teaches a f luoropolymer as being carrier particles. 
Rather, at the column 18, lines 23-27, WINNIK et al. teaches that 
the carrier particles may be coated with f luoropolymer s, and 
further states that suitable coating materials, including 
fluoropolymers, are disclosed in U.S. Patents Nos. 3,526,533, 
3,849,186, and 3,942,979. 

The Examiner is correct in stating, in the fourth and last 
sentence of the third subparagraph of paragraph 6, that WINNIK et 
al. does not disclose or suggest a f luoroelastomer . However, it 
is emphasized that, as discussed in the third paragraph at page 
17 of the November 20, 2003 Reply under 37 C.F.R. § 1,112 to the 
Office Action of July 31, 2003, each of the indicated U.S. Patents 
Nos. 3,526,533, 3,849,186, and 3,942,979 likewise fails to 
disclose or suggest a f luoroelastomer. 
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Applicants do not express disagreement with the statements, 
in the second subparagraph of paragraph 6, in the fourth and last 
sentence of the third subparagraph of paragraph 6, and in the 
fourth subparagraph of paragraph 6, as to the reasons for 
allowance. 

However, it is emphasized that, as to the allowed claims, 
these claims recite a plurality of features, and the 
patentability of the allowed claims should be considered to be 
based upon the totality of the features recited therein, i.e., 
the invention "considered as a whole", as defining over the 
prior art. Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1 
USPQ2d 1593 (Fed. Cir. 1987). For example, these specified 
reasons for allowance do not preclude the existence of 
additional reasons that can be cited to support the 
patentability of the claims, i.e., the independent claims as 
well as the various dependent claims. 

The immediately foregoing paragraph is to be understood as 
applying in all instances where claims are stated to be 
patentable for identified reasons. 

In the first sentence of the fifth subparagraph of paragraph 
6, the Examiner, in discussing claim 30, incorrectly refers to 
claim 1; this mistake is also made in the third sentence of the 
second subparagraph of the first paragraph 2, prior to the 
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statement of reasons for allowance. It is assumed that, instead 
of claim 1 - which, along with claims 2-15, was directed to a 
nonelected invention, and was cancelled - the Examiner intended to 
refer to claim 16. 

Applicants are not confident that they completely understand 
the second and third sentences of the fifth subparagraph of 
paragraph 6 . 

In this regard, to the extent that the Examiner is expressing 
reasons for the patentability of claim 16, Applicants do not 
express disagreement with these reasons. 

Further in this regard, to the extent that the Examiner is 
stating the following three points: 

(1) the Examples and Comparative Examples, in the Application 
EXPERIMENTAL PROCEDURES section, show unobvious benefits resulting 
from the presence of a bisphenol curing system (what the Examiner, 
as indicated, refers to as a polyhydroxy curable system) ; and 

(2) in the Application EXPERIMENTAL PROCEDURES section 
discussion, of the Examples and Comparative Examples, it is 
maintained that unobvious benefits result from the presence of 
this system; and 

(3) the mere presence, in claim 24, of the bisphenol curing 
system is of patentable significance; 

then Applicants disagree all three of these points, and 
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respectfully submit that the Examiner is incorrect as to all three 
of these points. 

As to point (1), the bisphenol curing system (i.e.. Curative 
50) is employed in all of the Examples and Comparative Examples - 
both those of the invention and those not of the invention. 

As to point (2), in paragraphs [0183] and {0190] of the 
Application EXPERIMENTAL PROCEDURES section, coating preparation 
processes of the invention - i.e., those of Exan5)les 1-4 - are 
distinguished from coating preparation processes not of the 
invention - i.e., those of Comparative Exaitples 1-4 - in that the 
former provide for sufficient bisphenol curing system residence 
time. 

As to point (3), the immediately foregoing disclosure, from 
the Application EXPERIMENTAL PROCEDURES section, is consistent 
with earlier discussion in the Application as to the significance 
of the coating preparation process of the invention, as recited in 
claim 24. This earlier discussion in the Application was 
addressed in the November 20, 2003 Reply under 37 C.F.R. § 1.112 
to the Office Action of July 31, 2003. 

As noted therein, in the Application it is stated that silica 
incorporated in fluoroelastomer compositions causes crepe 
hardening therein, and this crepe hardening produces gel defects 
m coating formulations made from these compositions (paragraphs 
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[014] and [015]; paragraphs [075] and [076]; paragraph [0108]). 
The gel defects will appear in the coatings resulting from the 
formulations, and correspondingly in surface layers formed by 
these coatings (Application, paragraph [0110]). 

However, in accordance with the process of the invention, the 
formulation that results from this process is provided at least 
essentially free of gel defects, if, in the process; 

- the fluoroelastomer and treated silica are dispersed 
throughout the formulation solvent; 

- with the fluoroelastomer and silica accordingly being 
dispersed in the solvent, a bisphenol curing system, comprising 
bisphenol crosslinking agent and accelerator, is also thusly 
dispersed; and 

- dispersion of the crosslinker and accelerator, together 
with dispersion of the fluoroelastomer and silica, is continued at 
least until the formulation obtained from this process has no 
gels, or substantially or essentially no gels. (Application, 
paragraphs [0112] and [0113]). 

With regard to the foregoing, claim 24 recites a process 
which is for preparing a coating composition comprising 
fluoroelastomer and organoaminosilane treated amorphous silica, 
and which combats gel defects in the con^josition. This claim 24 
specifies that, in the process for preparing the coating 
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composition, a solution or dispersion is provided, and that ia 
certain condition - i.e*, dispersion of crosslinking agent, 
accelerator, fluoroelastomer, and silica throughout the solvent - 
is maintained at least until a particular objective is reached. 
This recited objective is the essential absence of gels. 

It can therefore be seen that the patentability of claim 24 
does not derive merely from employment of the bisphenol curing 
system in the recited process. 

Additionally, process claims 25-29, all ultimately depending 
from claim 24, recite yet further process conditions. For 
instance, claim 25 provides that at least the solvent, 
fluoroelastomer, and treated silica are mixed under high shear, 
and claim 26 specifies that, after the high shear mixing, mixing 
without high shear is conducted; claims 27-29 all add further 
features. These claims 25-29 are patentable at least for the same 
reason as claim 29 is. 

Applicants do not express disagreement with the statements, 
in paragraph 8, as to the reasons that each of HERGENROTHER et 
al., U.S. Patent No. 6,221,943, and GALLOWAY et al., U.S. Patent 
No. 6,242,145, fails to disclose or suggest the invention as 
recited in any of claims 16-33. However, these specified reasons 
do not preclude the existence of additional reasons that each of 
these patents fails to disclose or suggest the invention as 
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recited in any of claims 16-33. Further, these specified reasons 
do not preclude the existence of reasons that each of these 
patents fails to supply the deficiencies of the other art of 
record. 

Applicants disagree with the statement, under the second 
subheading (B) in paragraph 9, that the recitation of the claim 
16 composition and of a bisphenol curing system (what the 
Examiner yet again refers to as a polyhydroxy curable system) is 
a key issue with regard to claim 24. As already noted, claim 24 
does not recite the composition of claim 16; the reasons, that 
patentability does not derive merely from employment of the 
bisphenol curing system, also are stated previously herein. 

Any comments or questions concerning this application can 
be directed to the undersigned at the telephone number given 


August 11, 2004 

Roger P. Glass, Esq. 

5597 Seminary Road, No. 1301S. 

Falls Church, VA 22041 

(703) 379-8443 


below. 


Respectfully submitted, 
Jerry A. PICKERING et al. 



Roger P. Glass 
Reg. No. 30,841 
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bebra Haas (T^i >Z>rOt^ 



Signature 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


PICKERING et al. 
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Examiner 
Group Art Unit 
Confirmation No. 


Hu, Henry S. 
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SURFACE CONTACTING MEMBER FOR TONER FUSING SYSTEM 
AND PROCESS, COMPOSITION FOR MEMBER SURFACE LAYER, 
AND PROCESS FOR PREPARING COMPOSITION 

REQUEST FOR REVIEW 
OF PATENT TERM ADJUSTMENT 
UNDER 37 CFR § 1.705(b) 


Commissioner for Patents 
Alexandria, Virginia 22313 

Sir: 

Applicants hereby apply for term adjustment under 37 C.F.R. § 1.705(b) on the following 
bases. 

Background 

A Notice of Allowance and Issue Fee Due was mailed in this application on June 17, 2004. 
The issue fee is due on September 17, 2004, which is the date on which both the fee, and this 
request, are being submitted. This request therefore meets the timeliness requirements of 37 
C.F.R. § 1.705(b). 

The Notice of Allowance was accompanied by a Determination of Patent Term Adjustment 
under 35 U.S.C. § 154(b), stating that the Patent Term Adjustment to date is 84 days. 

Applicant's representative checked this adjustment using a commercial service, which 
indicated that the adjustment should instead be 150 days. This is the basis for Applicant's 
request for review. 

Statement of Facts 

1. The correct patent term adjustment is believed to be 150 days. The bases for this 
adjustment are: 

a. Mailing of a first notification under 35 U.S.C. § 143 later than fourteen months after 


Appl. No, : 09/879,466 Attorney Docket : 10013 

Filed: June 12,2001 

the date on which the application was filed under 35 U.S.C. § 1 1 1(a); see 37 C.F.R. §1.702(a)(l). 

b. Failure to respond to a reply under 35 U.S.C. § 132 not later than four months after the 
date on which the reply was filed; see 37 C.F.R. § 1.702(a)(2). 

c. Failure to issue a patent within three years of the actual filing date of the application. 
Issuance of the patent as currently scheduled will be delayed due to the failure of the Office to 
issue a patent within three years after the date on which the application was filed under 35 U.S.C. 
§ 111(a); see 37 C.F.R. § 1.702(b). 

2. The relevant dates, and corresponding adjustments, are as follows: 

a. 37 C.F.R. § 1.701(a)(1): Applicants* application was filed under 35 U.S.C. § 1 1 1(a) on 
June 12, 2001 . The first notification under 35 U.S.C. § 143, which was a restriction requirement, 
was mailed on September 25, 2002. The mailing date of the restriction requirement exceeded the 
14-month requirement by 44 days. 

b. 37 C.F.R. § 1.702(a)(2): Applicants filed a reply to an Office action on November 20, 
2003. The response to this reply, in the form of the Notice of Allowance and Issue Fee Due, was 
mailed on June 17, 2004, a date which is 89 days more than four months after the date of 
Applicants' reply. 

c. 37 C.F.R. § 1.702(b): the projected issue date of the patent on this applications is 
December 28, 2004. This date is 199 days longer than three years after the date on which the 
application was filed under 35 U.S.C. § 1 1 1(a). 

Cumulatively these three dates yield a Patent Office delay of 332 days. However, when 
Applicants' own delays, overlap, and 37 C.F.R. § 1.703(f) are taken into account, the net 
adjustment owed to Applicants appears to be 150 days. 

3. The patent issuing from this application is not subject to a terminal disclaimer. 

4. There were two circumstances during the prosecution of the application constituting a 
failure to engage in reasonable efforts to conclude processing or examination of the application 
as set forth in 37 C.F. R. § 1.704, namely: 

a. Applicants' reply to the Office action mailed January 2, 2003 was filed on May 1, 
2003. This reply filing date was 29 days later than three months after the date of mailing of the 
Office action; see 37 C.F. R. § 1.704(b). 

b. Applicants' reply to the Office action mailed July 31, 2003 was filed on November 20, 
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2003. This reply filing date was 20 days later than three months after the date of mailing of the 
Office action; see 37 C.F. R. § 1.704(b). 

In support of, and as basis for, this Request, please find appended hereto a five-page 
document entitled "Analysis Summary Report". This Report was generated by PatentTerm, a 
commercial web-based service for checking the accuracy of patent term adjustments. 

In light of the above, Applicants respectfully request review and reconsideration of the patent 
term adjustment applicable to the present application. 

Should there be any questions or comments, kindly contact the undersigned. 


September 17, 2004 
James A. Cairns, Esq. 
NexPress Digital LLC 
2600 Manitou Road 
Rochester, NY 14652 
Phone : (585) 726-7528 
Fax : (585) 726-7554 
James Caims(a),nexpress .com 


Respectfully submitted, 
PICKERING et al. 



-3- 




a, 

< 


" o 


Woo} 


0( 


a, 
< 

u 
c 


< 

_o 

on 
O 

a 
O 

c 


tu 


o 
-5 

5 


t 

-A 
c5 


'-6 


CUD 


i 


3 O 
< - 


1 ^ 

XX3 


> 


<N 
O 

c 

peci 

O 

O C/D 

CN 



Jo 

•E 



c 



.2 


o 






s 


1-4 ' 

c 

<D 

c 

o 


on 


: o 

3 ^ =3 O 


Q,r- o 

s ^ 

° c ^ 

Be 

,3 


C XJ CO 

o c o 


c'- 


?3 c3 


. ^ a. 


- Si 

U (li " 

(t; o 

v: <U y 


i.s 


o 

^ Q 

00 OJ 
<N 3 



C n 


o 

O 


So c/? c 

2 

— t <D o h 


c 
o 
E 

5^ ^ 

o ^ 
X o 

o 

.2 g 

5? 

Q- 

D >^ 

w eg , 

0^ o 


-CO 


■ CN 


O (U ^ 


(DCs 
x; _r 't-* 


° § 

cr.S 


§ o 

o o 

Ph 2 


o o 

it 


.2 o 

H o 
-6 = 

IP ^ 

Cl ^ 

^ o 

B 

'a -C £V 

•5 u 


c 2 

crt 3 

S 

Hi 

cd 3 
^.^^ 

00 *n )— ' 

O ^CD 

c« -^^j (/l 

w 3 ^ 

« i I 

2> 3 .2 
J= ts 


.2 

o c a- 
o 000 

IQ c ? 

CN w r- 

5^ SS.2 
-2 


UJ 


o 


cd 

u 

3 

Q 


3 

O 
00 


10 
o 


o 
c 


73 


4> 
> 


o 



2003 
1 Action 

<pons. 

eg 

CM 2 

rs 



° § 
2 


5 

Br 


o o 


=1. 


O 


15 


UJ 
< 


3 

o 


D 

a 
© 


o 

Q< 

o 


o 

s 

I 


4= c 


C 

o 


52 ^ D 

§ In K — 

C U J 3 ' 

e § l§l 

o ^ c I 

C ^ <U ^ 

ro O a C ; 
^ 13 ^ O . 

^'C ^ 4> o ■ 

^ « Si 

-H^ 
c 5 w 

crt 43 > O 
<U O o ^ 
-g i=! O oj 

igll^ 

H c3 CTJ o .ti 

PU( -O -O O <D 


to 

u 

00 
CO 


on o 

>< o 


00 


O ^ 


-a 
o 


<u c 2 on 

^ i BP 


(U o 


T3 <l> 


V3 CO 

2 <o 


o IS 


^ o 


c 
c 

^ b 

C/5 O 

cu — 


• c 

1 ^ 


2 -B 


0) 


:5s 


4- 1- 

o o 

o c 


o o o ^ 

r> n ^ ti 


o o 

o ■ ' 


O ^ 

o 


■a j= 

£ .£ CJ 


c o 
a- Cu 

CO 3 

^ !^ 

■SB 

c « 

S 

<u (J 

O J^X) 
4i O ^ 

O ^CD 

VI !ZI 

^ c x: 

.a ' g 

1^ « 

^ *3 C 

J> c .2 


a 
U 

3 

Q 

<^ 
o 

OX) 

a 

'$ 
o 


o 


T3 

0) 


> 
O 


•S c= I- — ' 

t: § 

s ^ ^ 

:S 3 ^ C O ' 

;^ (D S O C , 

C ^ <D 4^ 


J3 ^ o 


u-i u U SS v- ' 

•O TJ ^ 

Q, ^ ^ .ti 

wx:'^ > o 

<u o a> ^ 

-5 ^ O C3 

^ ^ S c 

H CTJ O -ti 

Ph TJ O 


^ -o i 


3 


G O 

Oh Oh 

c/1 3 

i.i 


.2.^-3 


B 

o- ^ 
S- 5 Pei 

c3 3 

5^ o ^ 
=3 

-2^ 

o 


o Co 


Is 


ra qj 

' 2 S^'^'SCtf 

Plh 2 J3 13 


o 


■£■5 0 


111 

U C.2 


e 

U 

3 


00 

o 

00 


o 


o 


OS 


T3 


.£ 

CD 
> 

x: 

3 

o 


(D T3 

2 

o o -z: 
I o 
- on c -r 
-H <D o h 
^ ^ -ri <yi 

«L) P5 


O 

p 


c 

o 

s| 

o < 


SI 


I c 
o 


O o m 

p^ < 


c 

o 

o < 

^ <^ 

^ § 


c3 in 
o c/:i 
^ o m 

o S 


Qi 


o 


c 

o 

O 
H 

o 


<u - 
^ o 

c ^ 
O i2 

en 

O '-E 

<N '^iq 

Bl 

CT) 

^ H 
D . 

:3 ^ 


00 


■(-«(-!—' 

^ c ^ 

o C3 
3 ^ 

U;! O 

C C c« 

P3 t:^ CJ 

(U (U o 


3 ^ 
3 o 

O 


3 


.ti 3 

3 - 


fees 

> o 


T3 U <U 


^ o 


1g 

O o 

^ o 


o >.U 
Oh ;d 
c: ci^ 

o 2^ <u 

3 X) 

CO 3 
3 


X3 -O 


' 3 o ^ ^ rsi 
^ ■ 2 = £ 


>< O 


o <u ^ 


•1=5 O CU S 00 
^ g 2 P 

_g 3 43 ^ 
8 s oj -5 o 

^ ^ > j_) 


CJ 

3 


3 

§§■§2 

^ w <U *7 


o 


^ &0 ci CJ 


c Q 

on 3 

-SB 

3 ^ 


^ m 


c3 


U 

Q 

o 

3 

o 

00 


o 


cn 


C (D O 


^ — 3 
O O OJ o ^ 

P- o o r- 


? 3 If ^ 
Oh S C!3 O cn CTi 


^ -S u 


-3 -3 

S S 3 

gag 

<^ 3 


<4 


3 


O 


o 

3 LT) 

O 00 

g<p 

^ ^ ^ 
^ g 


CO . ^ ill 
3-03^ 
cn (u o -Zi 


•Z3 ^ 


2^ 


^■:3 - 


^ 

S ^ =^ 

O 3-0 
^ § cu 

^ 3 a> 

P ^ 


il§^p 


tH) 3 


3^.i:i :3 

l_i C/3 ^ 

^p g^ 

CL> C ■ 


' o 


3 ^ 


^-0 0 5^ 

^ ^ 


3 

S 

o 


O 00 

cN 04 ;::> 

LU CO 

O 2^ 

3 

cn ^ 

h-H 3 


Q 

u 

3 


O 

H 


Q 

U 

3 


Q 

3 

D 


O 

ON 

o 


c 

o 

cn 

3 

CD 


o 
S 

x: 
H 


p 


— *0 ?j 


o 


" W PL, 

a J/ 

■ o 


LU 


On 
9\ 


B 
< 


P o" 
■'.If: 


u 


(X. 


o ■. 


c 

o 


U 


Q 

B 

< 


O 


u 


u 


U 
B 


